Model Answer #1 to Part II, Fall 2006
Part II: Potential liability and defenses of The New Yorker


The owner of the copyright of the Poster (‘P’) has an exclusive right to prepare derivative works based on the Poster, as well as the negative right to exclude others from doing so.  [17-§106(2)] The New Yorker Cover is a derivative work, as it possesses the requisite originality to constitute an original work of authorship.  P must prove infringement by the New Yorker (‘NY’) under the two-prong test of Arstein v. Porter – that there was copying and the copying was illicit.  


To prove Copying, there must be either direct evidence, such as an admission or testimonial evidence, or circumstantial proof.  Circumstantial proof of copying is shown by demonstrating access and similarity to the copyrighted work.  There is evidence of access since the poster is for a popular movie which was highly publicized, and the Poster and Cover are undeniably similar.  Moreover, there is no need to prove access since the similarity is so striking as to preclude independent creation, and so access may be inferred.  


To prove illicit copying, there must be substantial similarity of the copyrighted expression as judged by a lay observer.  The copying here is both quantitatively and qualitatively sufficient to constitute substantial similarity.   NY has incorporated extensive parts of P’s work in creating the Cover (precluding a de minimus use defense).  There is fragmented literal similarity in that individual elements of the Poster, such as arrangement, clothing, and backdrop, are the same.  Also, there is comprehensive non-literal similarity, in that the overall look-and-feel of the posters are the same, as an ordinary observer would conjure the image of the Poster from a glance at the NY Cover.  Though there are differences, such as the text, font, characters, and the general differences between a cartoon and a compilation of photographs, an ordinary observer would find substantial similarity.  


NY may try to argue they only copied non-copyrightable elements of the movie poster, but this is not a strong defense.  Even though the idea of placing two figures against a mountain backdrop is a non-copyrightable, the overall style of the two are the same (Steinberg v. Columbia Pictures), including the copyrightable elements of position, selection, and arrangement of the subjects, the lighting, shading, and the costumes.   


NY’s strongest defense is a Fair Use Defense, as codified in 17-§107.  

The purpose and character of the use weighs slightly against fair use.  The Cover is a satire which exploits the underlying copyright for its commercial ends.  On the other side, there is no intent to supplant the Poster and the Cover is a transformative of both the nature and use of the Poster.  However, a satire is a critical comment on society, while a parody criticizes the work itself, and so a satire requires more justification for infringing copyright, since a successful satire need not infringe on a work, while a parody necessarily does.  So even though the Cover is transformative, the commercial and exploitative nature, combined with the un-necessary use of this particular poster, weigh against a finding of fair use.  


The nature of the copyrighted work is that of a selective compilation and creative arrangement of photographs with overlaying text.  While each underlying component may have a ‘thin’ copyright with unprotectable elements, altogether they form a ‘stronger’ copyrighted work.  NY copied individual copyrightable elements as well as the overall look and feel of the Poster, belying a fair use claim.

  
The amount and substantiality used was qualitatively and quantitatively significant, as NY took the overall impression of the poster, going against fair use.   


Finally, the most weighty factor, the effect of the use upon the potential market for or value of the copyrighted work.   Even though the use is commercial (and presumptively harmful), there is little or no adverse market effects from NY’s acts, as the cover does not serve as a substitute for the poster.  Even if the use of the poster for satire became widespread, this would not adversely affect P’s market.   The only potential derivative markets to consider are those P would develop or license others to develop.  There are reasonable derivative markets available in licensing use of the poster for satires and cover art.  While other derivative cover art is likely not affected by allowing NY’s type use of the Poster, a fair use here would impair P’s ability to license the Poster for creation of derivative works for Satires.  

All four factors weigh against a finding of fair use.  NY is infringing on the Copyright of P.
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Part II – Brokeback Washington



The copyright holder (“CH”) will claim that the New Yorker (“NY”) violated its exclusive right of reproduction or more likely its right to prepare derivative works.  In order to prove infringement, the copyright holder (“CH”) will have to show that NY copied its work, and that such copying constitutes an improper appropriation. (Arnstein).  CH can prove copying either by a direct evidence or by establishing that NY had access to CH’s work and that NY’s work is substantially similar.  Access will be easy to prove since CH’s popular movie poster was practically wallpapered across NYC (and probably was an ad in NewYorker!).  There are striking similarities between the works, which goes to show probative (factual) similarity.  Both images portray two men in cowboy hats and denim jackets, framed and posed almost identically against a mountain landscape.  Because of the degree of access and similarity, the doctrine of subconscious infringement precludes NY from arguing unintentional copying. (BrightTunes)

Next, is whether there substantial similarity of protected elements of the copyrighted work (actionable similarity). If the poster depicts a scene from the movie, NY may argue that it copied the third-party antecedent and not the poster.  (Gracen, Batlin, Ty).  Otherwise, the protectible elements of the movie poster would include: posing of subject, selection/arrangement of costume and setting, disposition of light and shade, evocative expressions. (Burrow-Giles).

There are two basic approaches to analyzing substantial similarity:  fragmented literal similarity and comprehensive non-literal similarity. (Nichols; Steinberg).  With fragmented literal similarity, courts dissect a work and look for elements of literal copying, but must filter out the unprotected elements (i.e. elements in the public domain; ideas). If applying non-literal comprehensive similarity the court will look at the “total look and feel” and structure and does not filter out public domain elements because the author’s selection and arrangement could be copyrightable.

NY would try to up the level of abstraction by arguing that both images merely depict two men against a mountain landscape, which is an uncopyrightable idea.  CH, on the other hand, would argue that the proximity of the men to each other as well as the proportion of the visible landscape in both works are almost identical.  The man standing in the forefront of both works faces left, wears a denim jacket with up-turned collar, is framed from the mid-torsoe up, and wears a tan cowboy hat.  The man in the background of both images is covered except for a his face; looks pensively down to the right; wears a denim jacket and black cowboy hat.  The mountain ranges and lake reflection are almost identical.  Although NY’s work is an illustration depicting Bush behind a gun-toting Cheney, the test for similarity is not whether the images are identical but whether the ordinary observer would overlook the differences. (Peter Pan Fabrics).  The ordinary observer would be the general movie-attending public. (Dawson).  As in Steinberg, these similarities could go to both a dissected or “total look and feel” analysis; CH has a very strong case for infringement.

NY will argue fair use.  The first factor goes to the purpose and character of defendant’s use.  NY would argue that while its work is commercial which is disfavored (although not dispositive), its work is highly transformative because the purpose of the magazine is news reporting which falls into one of the favored categories under §107 – and, further, that the work is a parody.  Both arguments are vulnerable to attack.  Although, Cheney’s hunting-accident was recent news, the illustration doesn’t necessarily transform into a “news report.”  And, rather than parody, the cover may be viewed as a satire because, like in “Air Pirates,” the commentary is not on Brokeback Mountain (or more specifically the poster).  The second factor favors CH since its photographic work is at the core of copyright protection.  Since NY copied such a substantial amount (both quantitatively and qualitatively), the third factor will weigh against NY unless the court agrees that the work is a parody, which by nature are dependent on the original work they critique.  The fourth factor, effect of use on the potential market, weighs in favor of NY.  Whether or not the work is a parody, NY’s use does not supplant CH’s market for Brokeback-movie memorabilia, nor is there any reason to believe that derivative markets are otherwise impacted.  However, a pro-property court may be hostile to granting a free-ride even absent market harm and so unless its a parody, NY has only a weak fair use defense.
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A)

Todd will argue that he holds a copyright over the cake creations themselves, the instructions on how to make the cakes, the pictorial works inside the book, as well as the book as a whole.  

Todd garners copyright protection over his Carb Mount Fuji under §102(5). He has created a creative sculpture, which is fixed in cake form. It more than satisfies the modicum of creativity required to garner copyright protection. See Bleithstein. 

Because the rest  of Todd’s cakes are based on earlier creations, he must argue that his cakes achieve copyright protection as derivative works. All of his cakes will most likely satisfy the requirements to be copyrightable derivative works. In order to merit copyright protection as a derivative work, there must first be authorization from the copyright holder, and some substantial, (not trivial) variation from the clear immediate predecessor. See Baitlin. 

He garners authorization for his Carb Parthenon, and Statute of Liberty because they have passed into the public domain long ago. It seems as if Frank Gehry has authorized his two architectural works through his glowing praise for “Carbitechture.” All four of these cakes will most likely satisfy the substantial variation test. They have been scaled down and put into a new medium. It took Todd’s own creativity to figure out the ingredients, and medium to make this project work. The counterargument to this is that these variations were functional necessities to putting them into cake form, and simply putting something in a new medium does not create copyright protection See ERG v. Genesis. Todd must argue that there is more than mere functionality because of the icing, and artistic nature of a beautiful cake. He is adding something creative as he puts it into a new medium. 

The cake that will most likely give him some trouble is the Sears Tower. Because it was created between 1964 and 1977, it is protected for a term of 95 years. The creator still owns his original copyright, and Todd must get authorization so as not to violate a §106(2) right to make derivative works. (see B) 

Todd’s copyright protection for all the cakes is susceptible to the argument that the cakes are merely a useful item, and are not copyrightable. These cakes are food, meant for sustenance. We do not want to open up the door for all foodstuffs to be copyrightable. However, Todd can most likely rebut this attack on his copyright, because there is a separate artistic nature, from this useful item. In the past numerous courts have embraced the idea that we can find an artistic nature in a useful item. See Keiselstein. Much like the buckle, we can separate the useful item, (cake), from something separate and artistic, (sculpture.) Todd’s purpose is artistic, people can get an average cake anywhere.

Todd will also want the instructions on how to make his cakes to be copyrightable. However, there is an argument that Todd’s instructions are not copyrightable. One may argue that Todd cannot garner a copyright on these instructions, because of the merger doctrine: If there is only one way to achieve a certain result, the idea and the expression have merged. However, Todd’s instructions are most likely copyrightable because as long as there are other ways to make these edible structures, the merger doctrine does not apply. See Apple v. DG. 

When Todd argues that he owns the copyrights to all pictorial works inside the book, Thomas Boskett, and Johnette Stubbs may argue that they hold separate copyrights to their artistic works in the  book. However, these arguments will probably fail under the work for hire doctrine. Under §101, Thomas and Johnette’s works were “work(s) specially ordered or commissioned for use as a contribution to a collective work.” These works were made particularly for Todd’s Book. Photos, and art of baked sculptures would most likely be useless without this book. 

Todd will also attempt to gain copyright status over his book as a whole. The book in its entirety is almost definitely copyrightable under §101 not only because of Todd’s original writings and drawings, but also due to his selection and arrangement, for the book as a compilation work. If it is found Todd does not hold the copyrights to the pictures or instructions, he still satisfies the three requirements for a compilation work. 1) He collected the photos and instructions, 2) compiled them into a book. Lastly, 3) These photos, and instructions, strung together by his original text are an original enough grouping to garner copyright protection as a compilation work.

B)

Should the copyright holder of the Sears Tower argue that he is violating his §106(2) right to make derivative works, Todd will utilize a fair use defense. Under the four part test, Todd will most likely succeed because he has created a work which is A) transformative, even though it is commercial B)  although architectural works are copyrightable, the sears tower is not a very artistic building C) He does not copy a great deal of the sears tower, it is made out of cake. D) There are ZERO market effects on the ST. People will not stop using the tower, because there is a cake that looks like it

Todd has claims against MS, for his §106 rights to public display, right to public performance, right to reproduction, for her actions on the TV show. 

Todd may sue Martha for violating his §106(1) reproduction right. Martha will most likely concede that she reproduced the cakes. This is a no-brainer under the Arnstein test, (she made the exact same cakes.) However, Martha will most likely succeed on the argument that by making a cookbook Todd implicitly licensed people to reproduce his cakes. 

Todd will argue that MS violated his §106(5) right to public display when she displayed the book on TV, as well as his cakes. The right to public display can be violated when someone shows the copyrighted work by means of digital transmission. MS displayed the book numerous times, throughout her TV show. Martha has virtually no recourse in terms of the public display violation. She may try a De Minimis defense, that the book itself wasn’t on TV for very long. (see BET) However, she will fail because it was the center of the show. She may argue the book is uncopyrightable, because there are photos of unprotected works, and instructions. Todd will argue his book is copyrightable, as discussed in (a). 

If Todd should lose his work for hire arguments against Stubbs and Boskett, they will most likely sue Martha for violating their rights to public display, due to the showing of the cover, and photographs.

Todd will also argue that when Martha “made” the cakes she violated his §106(4) right to public performance. Martha used instructions to perform the literary work. She will argue that the instructions she performed are not copyrightable because of the merger doctrine. This will most likely fail for the reasons stated in (A.)

Martha may also be violating Gehry’s §106(2) right to make derivative works on her show. While Gehry most likely authorized Todd to make a DW, there is no evidence that Martha received such authorization, a requirement to making a derivative work. Because the Statue of Liberty is in the Public Domain, she is not infringing on anyone’s DW rights.

In regards to MS’s actions at the charity event, Todd will sue her for the same three violations as on her TV show, and also claim that she violated his §106(3) right to distribution when she auctioned off his cakes. This argument hinges on the finding of his Cake to be copyrightable. Martha will use the same arguments as before for reproduction violations. 

However, she will escape the performance and display violations, using §110(4)(b) as a defense, because this performance of Todd’s book was solely for charitable purposes. Todd’s weak counterargument to this would be that Martha is receiving an indirect commercial advantage. It is publicity for her very similar television show, in which she is exploiting his book. Martha has the stronger argument in this case. Martha may also be sued by the copyright owner of the ST for violating their right to make derivative works. In this case, Martha will most likely make the same §107 fair use argument Todd had to make. Mount Fuji does not have any rights to violate. 

Todd will argue that the hotel is violating his §106(5)  right to public display, through putting the cakes in the case. The hotel may argue that it is not a public place, it is a private hotel. This argument will fail because the hotel is open to the public. Todd may also try and argue that they have violated his §106(2) right to make derivative works. This argument will probably fail because adding wax to a cake does not add the substantial variation necessary to constitute a DW. It is a functional act meant to preserve the cake.
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Part III

[a]
Rhymes’ Carbitecture book is a compilation of various materials: step-by-step instructions, drawings, and photographs.  As Justice O’Connor explained, originality is a constitutional requirement of copyright, so each pre-existing material must contain sufficient originality to justify protection. (Feist)  The instructions are generally not protectible, since they lack sufficient originality and are usually too short in length to justify copyright. (see Magic Marketing, §102(b))  The drawings of each step of the baking process inherently contain the necessary modicum of creativity, because as Justice Holmes said, “personality always contains something unique.” (Bleistein)  Furthermore, unlike with Morrissey’s sweepstake rules, there are many ways to visually represent a baking step, so there is no strong merger concern with these drawings. (see Herbert Rosenthal on idea-expression merger).  Though not described in detail, the cover art drawing is most likely copyrightable since the modicum of creativity threshold is quite low (see Feist), and an original drawing will almost always meet this requirement.  

The drawings and pictures of the final shapes show a “realistic version of major architectural and sculptural works” (hereinafter, antecedent works) in cake form.  Depending on how much transformation occurred, the cake form might qualify as a derivative work. (§101 requires the original work to have been “recast, transformed, or adapted.”)  Substantial variation is the transformation requirement for a derivative work, however it must not merely be “trivial variation that must occur in the translation to a different medium.” (Batlin)  Arguably, the aesthetics of each cake will satisfy this variation standard, but permission from the copyright holder of each antecedent work is still required of derivative works.  

Some of the antecedent works have already fallen into the public domain—the “Carb Parthenon,” “Carbo Mount Fuji,” and “Carb Statue of Liberty”—while others retain copyrighted protection—the “Massive Carb Sears Tower,” “Carb Frank Gehry I,” and “Carb Frank Gehry II.”  Like the scenario in Gracen, Frank Gehry can be said to have given Rymes implied permission to use his designs, because he read an advanced copy of Carbitecture, did not object to the use of his designs, and gave the use of his designs a positive endorsement.  There is no evidence that Rymes received permission from the Sears Tower copyright holder, so this is could potentially expose him to liability for an unauthorized preparation of a derivative work. (§106(2)).  

Each of the cakes is a useful article, because it has the “intrinsic utilitarian function” of serving as sustenance. (§101).  As explained in Mazer and later codified in §101, a sculptural work that is useful—such as the cakes—must contain some “artistic craftsmanship” in its form, must have physical separability of its aesthetic and utilitarian aspects, and must have conceptual separability of its aesthetic and utilitarian aspects in order to receive design copyright protection.  The artistic craftsmanship requirement is clearly satisfied by the cakes.  Like the vaquero belt buckle in Kieselstein-Cord, the aesthetic shape of the cake can be physically removed from the functional portion of the cake without the cake’s functionality being impaired, so there is physically separability.  Unlike the mannequins in Carol Barnhart, every part of the shape of the cake does not work to fulfill its utilitarian function as a cake.  From a utilitarian point of view, the shape of the cake does not make it a better cake, and thus there is conceptually separability.  Lastly, using the philosophical approach in the Judge Newman dissent, one can have a conception of the article as a sculpture without having to entertain the concept of it as a cake, so it is conceptually separable.  Therefore, although each cake is a useful article, it is capable of having design copyrightability.  Given the discussion of substantial variation and permission, supra, every cake except the “Massive Carb Sears Tower” will have copyright protection in its design’s originality.

If a cake’s design has copyright protection, then each drawing or picture of the final shape of the cake is a derivative work of the cake’s design.  Since these drawings and photographs will be used in his book, there is no doubt that Rymes gave permission to prepare these derivative works.  The drawing will easily satisfy the originality requirement for a derivative work as explained supra, (see Justice Holmes in Bleistein), however the photograph of the final shape will require a more explicit showing of artistic judgment as demonstrated in Sarony.  There is no evidence regarding the specifics of each photograph, however assuming arguendo there is sufficient originality, it will have its own copyright protection.  If there is not sufficient originality in the artistic judgments, then the photograph will be merely an authorized copy.  

Boskett created some of the drawings, including the cover art, and Stubbs took all of the photographs.  There is no evidence as in Lindsey that Rymes directed Boskett and Stubbs to an extent necessary to qualify them as mere amanuenses, so it is likely they were not.  There is also no evidence that the parties expressly agreed in a signed writing that the drawings or photographs would be works made for hire, so it is necessary to examine the employer-employee relationships of the parties. (see §101).  Applying the agency test like the Court in CCNV, the agency factors weight heavily in favor of a finding that Boskett and Stubbs were independent contractors, and thus the drawings and photographs were not works for hire under §201.  Therefore, Boskett and Stubbs are the authors of their respective works, and they presumably granted Rymes a license to use their works in his book.

Lastly, the Carbitecture book is a compilation of the pre-existing materials discussed supra.  In order for the book to obtain its own copyright protection, it must have a modicum of creativity in the selection, coordination, or arrangement of theses pre-existing material. (Feist, §101).  The book centers around teaching one to make cakes in the form of “major architectural and sculptural works,” and it was the selection of these antecedent works that the pre-existing materials are coordinated around.  Rhymes’ selection of a few architectural works out the myriad in existence was a subjective and independent human judgment.  Additionally, for each architectural work, Rhymes subjectively, non-obviously, and non-mechanically arranged the corresponding instructions, drawings, and photographs.  It follows that Rhymes’ book has copyright protected as a compilation, in contrast to a mere “listing.”
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[b]

Rhymes did not receive permission from the Sears Tower copyright holder, and thus there is a colorable claim against Rhymes for infringement of the §106(2) exclusive derivative work right for creating the structural cakes themselves.  However, neither Rhymes, Boskett, nor Stubbs would be liable to this copyright holder for any drawings or paintings, because §120 shields pictorial representations of architectural work from liability.

Unlike in Ringgold, when Stewart featured Carbitecture on her show, the display of the book cover, many pages, and image close-ups were not de minimus.  Stewart violated the §106(5) exclusive public display right of: Rhymes, in his compilation and in his drawings; Boskett, in his drawings in the book and the cover art; and Stubbs, in his photographs of the final shapes, assuming his photographs had copyright protection (see supra).  

There is a colorable claim against Stewart for the close-ups of the finished “Carb Frank Gehry II” and “Carb Statue of Liberty” cakes, that she violated Gehry’s §106(5) right in his design.  Stewart cannot argue that Gehry gave up his rights to Rymes (who would be less likely to sue Stewart for featuring the book), because Gehry’s implied granting was a non-exclusive license that cannot extend to Stewart. (see §204).  There is an even stronger claim that Stewart violated Rymes’ §106(5) right in his designs, since the cakes Stewart made would be close to identical to his designs and thus encapsulate all of his protectible expression.

A fair use defense by Stewart against the §106(5) claims above would be tenuous for the uses on her show.  Additionally, a defense under §109(c) would fail because the displaying was not limited to “viewers present at the place where the [cake wa]s located.”

Rymes has no colorable claim against Stewart for the making the cakes on her show, because the instructions were not copyrightable and the design copyright in the cakes does not extend to the manufacture of the cake itself. (see §113(b)).  

There could be claims by Rymes and the Sears Tower copyright holder against Stewart for the public display and sale of the “Carbo Mount Fuji” and “Massive Carb Sears Tower” she made and was sold at the charity auction.  The sale claim would be tenuous, but the display claim would be more colorable because the charity event was “widely-publicized” and it is likely that many people outside her “normal circle of family and its social acquaintances” attended. (see §101).  Stewart has colorable defenses under both §109(c) and §107 fair use, despite the fact that the charity event was an auction.


A §106(2) exclusive derivative right claim by a copyright holder against Nikko Hotel for spraying the cakes with wax would be tenuous, since a clear protective layer is not substantial variation.  The copyright holders would have colorable §106(5) claims for the public display of their works in a public-accessible hotel lobby.  However, Nikko could make a strong §109(c) defense, because the cakes would only be viewable to people in the hotel lobby and the court would likely find that the cake was “lawfully made” by Stewart.  Additionally, Nikko has a strong §107 fair use defense, especially because there will be no substitution or superseding of the copyright holder’s goods in the market by Nikko’s use, and further Nikko’s use will probably benefit the Carbitecture book in the its market. 

Part II[b] is 552 words.

Part III is 1595 words total.
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